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II. RELATED APPEALS AND INTERFERENCES 

There are no other appeals or interferences known to Appellants, Appellants' 
legal representative or assignee which will directly affect or be directly affected by or 
have a bearing on the Board's decision in the pending appeal. 

III. STATUS OF CLAIMS 

Claims 1,3-8 and 10-14 are pending in the Application. Claims 3-8 and 10-12 
are allowed. Claim 14 is objected to as being dependent upon a rejected base claim 
but would be allowable if rewritten in independent form including all of the 
limitations of the base claim and any intervening claims. Claim 13 stands rejected. 
Claim 13 is appealed. 

IV. STATUS OF AMENDMENTS 

Appellants submitted an amendment filed on May 23, 2005 after the final 
rejection that rewrites claim 14, which was objected to as being dependent upon a 
rejected base claim, in independent form thereby placing the application in better 
form for appeal. As of the time of filing this Appeal Brief, Appellants have not 
received an advisory action from the Examiner indicating that the amendment was 
entered. However, Appellants assume that the Examiner entered such an amendment 
pursuant to 37 C.F.R. §1.116 and M.P.E.R §714.13. 

V. SUMMARY OF CLAIMED SUBJECT MATTER 

In one embodiment of the present invention, a personal communication device 
comprising a dual mode display for a user's viewing in both a direct-view mode, 
where sufficiently-sized characters are displayed in a manner visible to the user 
without further magnification. Specification, page 6, lines 12-27; Specification, page 
7, lines 21-27; Figure 1A, element 101; Figure IB, element 101; and Figure 4, 
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element 101. The personal communication device further comprises a "projection- 
view" mode, where more content can be displayed over that of the direct- view mode. 
Specification, page 7, lines 1-11; Specification, page 8, lines 1-12; Figure 1C, element 
101. 

VI. GROUNDS OF REJECTION TO BE REVIEWED ON APPEAL 

Claim 13 stands rejected under 35 U.S.C. § 103(a) as being unpatentable over 
Takahashi (U.S. Patent No. 6,662,244) in view of Novis et al. (U.S. Patent No. 
5,867,795) (hereinafter "Novis"). 

VII. ARGUMENT 

A. Claim 13 is not properly rejected under 35 U.S.C. §103(a) as being 
unpatentable over Takahashi in view of Novis. 

The Examiner has rejected claim 13 under 35 U.S.C. § 103(a) as being 
unpatentable over Takahashi in view of Novis. Paper No. 7, page 2. Appellants 
respectfully traverse these rejections for at least the reasons stated below. 

1. The Examiner has not provided any objective evidence or 
sufficient motivation for combining Takahashi with Novis. 

A prima facie showing of obviousness requires the Examiner to establish, 
inter alia, that the prior art references teach or suggest, either alone or in 
combination, all of the limitations of the claimed invention, and the Examiner must 
provide a motivation or suggestion to combine or modify the prior art reference to 
make the claimed inventions. M.RE.P. §2142. The showings must be clear and 
particular and supported by objective evidence. In re Lee, 277 R3d 1338, 1343, 
61 U.S.RQ.2d 1430, 1433-34 (Fed. Cir. 2002); In re Kotzab, 217 F.3d 1365, 1370, 
55U.S.RQ.2d 1313, 1317 (Fed. Cir. 2000); In re Dembiczak, 50 U.S.RQ.2d. 1614, 
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1617 (Fed. Cir. 1999). Broad conclusory statements regarding the teaching of 
multiple references, standing alone, are not evidence. Id. 

The Examiner admits that Takahashi does not teach "wherein sufficiently- 
sized characters are displayed in a manner visible to the user without further 
magnification" as recited in claim 13. Paper No. 7, page 3. The Examiner modifies 
Takahashi with Novis to include the above-cited claim limitation "to provide a 
portable electronic device including a visual image display that contains safe features 
to prevent unwarranted viewing and easy to operable, and displays enlarged sized 
characters that is not going to need further magnification (Novis, column 2, lines 14- 
15, and lines 30-38, column 8, lines 31-39)." Paper No. 7, pages 3-4. The Examiner's 
motivation is insufficient to support a prima facie case of obviousness for at least the 
reasons stated below. 

The Examiner's motivation does not address as to why one of ordinary skill in 
the art with the primary reference (Takahashi) in front of him would have been 
motivated to modify Takahashi with the teachings of the secondary reference (Novis). 
The Examiner's motivation appears to be motivation to solve the problem in Novis 
but not motivation for modifying Takahashi to display sufficiently-sized characters in 
a manner visible to the user without further magnification in a direct-view mode, as 
required to establish a prima facie case of obviousness. M.P.E.P. §2143. 

Novis teaches that there exists a need to integrate a smart card interface, as 
well as a cellular transceiver, and a visual display into a portable electronic device, 
while maintaining portability and ease in carrying the device. Column 1, lines 61-63. 
Novis further teaches that this type of portable electronic device would allow the user 
to conduct numerous types of secure wireless commercial, financial and service 
related transactions utilizing the smart card and exiting wireless technology. Column 
1, lines 63-67. Novis further teaches that the purpose of the present invention is to 
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perform transactions utilizing a smart card, which contains safe features to prevent 
unwarranted viewing and use of the information and the smart card. Column 2, lines 
12-15 (Examiner cites this passage as support for his motivation). Novis further 
teaches that the problems presented in the Background section of Novis and others 
are at least partially solved and that the purposes presented in the Background section 
of Novis and others are realized in a portable electronic device including a visual 
image display. . .the visual image display includes a data input terminal designed to 
receive image data thereon. Column 2, lines 29-37 (Examiner cites this passage as 
support for his motivation). Novis further teaches that Figure 11 is a 4x magnified 
view in side elevation of portions of a display (element 60) of Figure 8. Column 8, 
lines 31-32. (Examiner cites this passage as support for his motivation). Hence, the 
passages cited by the Examiner in Novis are directed to solving the problems of 
Novis, such as integrating a smart card interface with a cellular transceiver along with 
a visual display into a portable electronic device which would allow a user to conduct 
secure wireless commercial, financial and service related transactions. 

This, however, does not address as to why one of ordinary skill in the art 

would modify Takahashi to have a communications device having a mode of 

operation to display sufficiently-sized characters in a manner visible to the user 

without further magnification. The Examiner has not provided any connection with 

the cited passages in Novis with modifying Takahashi to have a communications 

device having a mode of operation to display sufficiently-sized characters in a manner 

visible to the user without further magnification. The Examiner must provide a 

suggestion or motivation, either in the references or in the knowledge generally 

available to one of ordinary skill in the art to modify Takahashi to have a 

communications device having a mode of operation to display sufficiently-sized 

characters in a manner visible to the user without further magnification. M.P.E.P. 

§2143. As the Examiner has not provided such motivation, but instead relies upon his 

own subjective opinion, the Examiner has not presented a prima facie case of 
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obviousness in rejecting claim 13. In re Lee, 61 U.S.P.Q.2d 1430, 1434 (Fed. Cir. 
2002); M.P.E.P. §2143. 

B. Takahashi and Novis, taken singly or in combination, do not teach or 
suggest the following limitations. 

Appellants respectfully assert that Takahashi and Novis, taken singly or in 
combination, do not teach or suggest "a personal communication device comprising a 
dual mode display for a user's viewing in both a direct-view mode, wherein 
sufficiently-sized characters are displayed in a manner visible to the user without 
further magnification, and in 'projection- view' mode, wherein more content can be 
displayed over that of the direct- view mode" as recited in claim 13. The Examiner 
cites column 1, lines 6-14 and Figures 3-4 of Takahashi as teaching a personal 
communication device comprising a dual mode display. Paper No. 7, page 2. The 
Examiner further cites column 4, lines 58-67 of Takahashi as teaching a "closed state" 
which allegedly teaches a direct- view mode. Paper No. 7, page 3. The Examiner 
further cites column 4, lines 46-57 and 62-67 and column 5, lines 11-22 of Takahashi 
as teaching an "open state" which allegedly teaches the projection-view mode. Paper 
No. 7, page 3. The Examiner further cites column 8, lines 31-39 and Figure 11 of 
Novis as teaching "enlarging the size of the characters so the information displays 
without further magnification." Paper No. 7, page 3. Appellants respectfully 
traverse. 

Takahashi instead teaches that in the open state of the portable telephone set, 
the input/display section is visible to the user and the user can see the information on 
the transmission type LCD. Column 4, lines 46-49. Takahashi further teaches that in 
the closed state of the portable telephone set, the input/display section no longer 
operates because the power supply to the transmission type LCD is suspended. 
Column 4, lines 58-62. Takahashi further teaches that in the closed state of the 
portable telephone set, since the input/display section becomes transparent and is 
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located at a position suitable for the user to see the information displayed on the 
display section therethrough, the information displayed on the display section is 
clearly visible to the user. Column 4, lines 62-67. Takahashi further teaches that in 
the closed state of the portable telephone set, the intput/display section becomes 
transparent. Column 5, lines 11-13. Takahashi further teaches that since the 
input/display section is located at a position suitable for the user to see the 
information displayed on the display section therethrough, the information displayed 
on the display section is clearly visible to the user through the input/display section. 
Column 5, lines 13-16. Takahashi further teaches that in the closed state of the 
portable telephone set, the user can see the current time and/or the current condition 
of radio-wave propagation displayed on the display section without turning the 
second housing relative to the first housing to bring the portable telephone set into the 
open state. Column 5, lines 17-22. Thus, Takahashi teaches that in the open state, the 
input/display section of the portable telephone set is visible to the user and the user 
can see the information on the transmission type LCD. Takahashi further teaches that 
in the closed state, the input/display section becomes transparent and is located at a 
position suitable for the user to see the information displayed on the display section 
therethrough. There is no language in the cited passages that teaches that in the open 
state (Examiner asserts that the open state, as taught in Takahashi, corresponds to the 
projection- view mode) that more content can be displayed over that of the closed 
state (Examiner asserts that the closed state, as taught in Takahashi, corresponds to 
the direct-view mode). Instead, Takahashi simply teaches that in the closed state, the 
input/display section becomes transparent and the user can see the information 
displayed on the display section therethrough . Hence, Takahashi teaches that the 
amount of content displayed in the closed mode is the same as the amount of content 
displayed in the open state. Figure 3 of Takahashi illustrates the amount of content 
displayed in the open state (Examiner asserts that the open state, as taught in 
Takahashi, corresponds to the projection- view mode). Figure 4 of Takahashi 
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illustrates the amount of content displayed in the closed state (Examiner asserts that 
the closed state, as taught in Takahashi, corresponds to the direct-view mode). As 
illustrated in Figures 3 and 4, the amount of content displayed in the open state is the 
same as the amount of content displayed in the closed state. Hence, Takahashi does 
not teach or suggest that in the projection- view mode that more content can be 
displayed over that of the direct-view mode. Therefore, the Examiner has not 
presented a prima facie case of obviousness in rejecting claim 13, since the Examiner 
is relying upon an incorrect, factual predicate in support of the rejection. In re 
RouffeU 47 U.S.P.Q.2d 1453, 1455 (Fed. Cir. 1998). 

Furthermore, as stated above, the Examiner cites to column 8, lines 31-39 of 
Novis as teaching "enlarging the size of the characters so the information displays 
without further magnification." Paper No. 7, page 3. Appellants respectfully direct 
the Board's attention to the claim language recited above which recites in part 
"wherein sufficiently-sized characters are displayed in a manner visible to the user 
without further magnification." There is no language in claim 13 that states 
"enlarging the size of the characters." The Examiner is adding claim limitations not 
found in claim 13. All words in a claim must be considered in judging the 
patentability of that claim against the prior art. In re Wilson, 424 F.2d 1382, 1385, 
165 U.S.P.Q. 494, 496 (C.C.P.A. 1970). The Examiner is required to cite a reference 
or combination of references that teaches or suggests all of the claim limitations. 
M.P.E.P. §2142. Since the Examiner has not cited a reference or combination of 
references that teaches the limitation of "wherein sufficiently-sized characters are 
displayed in a manner visible to the user without further magnification," the Examiner 
has not established a prima facie case of obviousness in rejecting claim 13. M.P.E.P. 
§2143. 

If, however, the Examiner is citing column 4, lines 58-67 of Takahashi as 
teaching "wherein sufficiently-size characters are displayed in a manner visible to the 
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user" and citing column 8, lines 31-39 and Figure 11 of Novis as teaching "displaying 
characters visible to the user without further magnification", then Appellants 
respectfully traverse as follows. 

The cited passage in Novis (column 8, lines 31-39) teaches that Figure 11 is a 
4x magnified view in side elevation of portions of a display (element 60) of Figure 8. 
Column 8, lines 31-32. There is no language in the cited passage that teaches 
displaying characters visible to the user without further magnification as recited in 
claim 13. Therefore, the Examiner has not presented a prima facie case of 
obviousness in rejecting claim 13, since the Examiner is relying upon an incorrect, 
factual predicate in support of the rejection. In re RouffeU 47 U.S.P.Q.2d 1453, 1455 
(Fed. Cir. 1998). 
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VIII. CONCLUSION 



For the reasons noted above, the rejection of claim 13 is in error. Appellants 
respectfully request reversal of the rejection and allowance of claims 1, 3-8 and 10- 
14. 

Respectfully submitted, 
WINSTEAD SECHREST & MINICK RC. 
Attorneys for Appellants 




Robert A. Voigt, Jr^ 
Reg. No. 47,159 
Kelly K. Kordzik 
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APPENDIX 

1. A communications device having first and second modes of operation, where 
in the first mode of operation a display built into the device displays information for 
direct viewing by a user, and where in the second mode of operation the display built 
into the device projects information onto a reflective surface for viewing by the user, 
wherein the first mode of operation the display displays the information at such a size 
that the information is legible when viewed directly by the user, and wherein the 
second mode of operation the display projects the information onto the reflective 
surface at a size larger than when the information is displayed for direct viewing by 
the user. 

3. The communications device as recited in claim 1, wherein the information 
projected onto the reflective surface appears as if it were being displayed by a display 
device larger than the display 

4. The communications device as recited in claim 1, wherein the first mode of 
operation the display is viewable by the user through a window in a cover while in a 
closed position, and wherein the second mode of operation the cover is in an open 
position. 

5. The communications device as recited in claim 4, wherein the information is 
also viewable directly by the user with the cover in the open position. 

6. The communications device as recited in claim 1, further comprising an input 
device that permits input by the user when in either the first or second modes of 
operation. 

7. The communications device as recited in claim 1, wherein the device is a 
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telephone that permits the user to conduct a conversation while also viewing the 
display. 

8. A personal communications device comprising: 
a main body having a built in display; 

a cover hingably attached to the main body, wherein the display is viewable 
by a user through an opening in the cover when the cover is in a closed position with 
respect to the main body; 

a reflective surface attached to the main body for reflecting images projected 
by the display when the cover is in an open position with respect to the main body; 
and 

wireless telephone circuitry for permitting the user to conduct a telephone 
conversation, including a speaker in the cover and a microphone, wherein the user 
can view the images projected onto the reflective surface while holding the device to 
a side of the user's face to conduct the telephone conversation. 

10. The device as recited in claim 8, wherein the reflective surface and the display 
are both hingably attached to the main body and are hinged to open positions for 
projection of the images from the display to the reflective surface. 

11. The device as recited in claim 10, wherein the images are rotated 90 degrees 
when projected onto the reflective surface from an orientation when displayed by the 
display when it is in a closed position. 

12. The device as recited in claim 8, further comprising: 

an input device for moving and selecting items displayed on the display by the 

user. 

13. A personal communication device comprising a dual mode display for a user's 
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viewing in both a direct-view mode, wherein sufficiently-sized characters are 
displayed in a manner visible to the user without further magnification, and in 
"projection-view" mode, wherein more content can be displayed over that of the 
direct-view mode. 

14. A personal communication device comprising 

a dual mode display for a user's viewing in both a direct-view mode, wherein 
sufficiently-sized characters are displayed in a manner visible to the user without 
further magnification, and in "projection- view" mode, wherein more content can be 
displayed over that of the direct- view mode; and 

a tri-mode display for a user's viewing in both an open direct-view mode, 
wherein sufficiently-sized characters are displayed in a manner visible to the user 
without further magnification when a lid is in an open position, a closed direct-view 
mode, wherein sufficiently-sized characters are displayed in a manner visible to the 
user without further magnification when the lid is in a closed position, and in 
"projection-view" mode, wherein more content can be displayed over that of direct- 
view mode. 
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